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Application No. 



SCHIEMANN ETAL. 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, hovwever, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 19 September 2008 . 
2a)n This action is FINAL. 2b)K This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 1-57 is/are pending in the application. 

4a) Of the above claim(s) 55-57 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) ^ Glaim(s) 1-54 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d)or (f). 
a)|EI All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. ^ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (POT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) ^ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date 6/2/2006 . 6) □ Other: . 
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DETAILED ACTION 
Election/Restrictions 

Applicant's election with traverse of Group II, claims 1-54 in the reply filed on 
9/9/2008 is acknowledged. Claims 55-57 are withdrawn from further consideration 
pursuant to 37 CFR 1.142(b), as being drawn to a nonelected subject matter. Claims 1- 
54 will be examined to the extent they embrace the elected subject matter. 

The traversal is on the ground(s) that there is no search burden to examine all 
groups. This is not found persuasive for reasons of record. As for the applicants' 
traversal following apply. 

As noted in the previous office action, the requirement for unity of invention is 
two-fold: (1) common utility and (2) sharing a substantial structural feature disclosed as 
being essential to the utility. Both these conditions are to be met with. Instant claims do 
not meet both these conditions. 

As for applicants' traversal that there is no search burden, applicants should note 
that the present application is US application and in fact, search is not an issue in 371 
application entering the national stage. The two criteria set forth in the previous 
restriction requirement, namely a substantially common structure essential for utility and 
the common utility, are factors to be considered in such cases. The compounds of 
Group I and Group II do not have the substantially common structural feature essential 
for the utility and compounds of Group III are intermediates and do not share the same 
use as the final product. Thus, as noted before, both these criteria are not met with. 
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Examiner also noted in the previous office action "Should applicant traverse on 
the ground that the core species are not patentably distinct, applicant should submit 
evidence or identify such evidence now of record showing the species to be obvious 
variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or 
admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention". 
Applicants have not asserted that the two groups are not distinct. Applicants have not 
submitted evidence or identified such evidence now of record showing the core group to 
be obvious variants or clearly admitted on the record that all core groups embraced in 
the instant inventions are equivalent. In which case examiner needed not search all 
cores. A prior art , which anticipates any one of the groups embraced by a specific core, 
may then render rest of the core groups as obvious variant. In other words, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or 
admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

In want of such assertion or evidence, searching the all the two Groups would be 
serious search burden. 

The requirement is still deemed proper and is therefore made FINAL. 
Information Disclosure Statement 

References cited in the Information Disclosure Statement, filed on 6/2/2006, are 
made of record. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification sliall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-54 are rejected under 35 U.S. C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

1. Recitation of "Compounds" or "compounds" in claims 1-36 renders these claims 
and the dependent claims 34-54 indefinite as it is not clear whether claim 1 and all 
other dependent claims are compound claim or a composition claim with various 
compounds of claim 1 . Note Markush choice should be in alternate and in singular. 
Replacement of "Compounds" or "compounds" with "Compound" or "compound" ris 
suggested. 

2. Recitation of "and pharmaceutically usable derivatives, solvates, tautomers, salts 
and stereoisomers thereof, including mixtures thereof in all ratios" in claims 1-33 
renders these claims and the dependent claims 34-54 indefinite as it is not clear 
whether claim 1 and all other dependent claims are compound claim or a composition 
claim with compound of claimi and pharmaceutically usable derivatives, solvates, 
tautomers, salts and stereoisomers thereof, including mixtures thereof in all ratios. Note 
Markush choice should be in alternate and in singular. Replacement of "and 
pharmaceutically usable derivatives, solvates, tautomers, salts and stereoisomers 
thereof, including mixtures thereof in all ratios" with "or pharmaceutically usable 
derivative, solvate, tautomers, salt or stereoisomers thereof, or mixture of sterioisomers 
thereof in all ratios" is suggested. 
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2. Recitation of "and pharmaceutically usable derivatives" in claims 1-33 renders 
these claims and the dependent claims 34-54 indefinite as it is vague and unclear as 
what is structural makeup of the term derivative is. As recited the term derivative 
implies more than what is being positively recited therein. A derivative could be any 
organic compound. The term "derivative" may be interpreted as a residue derived from 
the compounds of the claims, and it is confusing which compounds are derived from the 
compounds of formula (I). The structural make-up of these compounds remains 
unknown for proper examination. 

3. Claim 36-54 provides for the use of compound of formula I, but, since the claim 
does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 36-54 are rejected under 35 U.S.C. 101 because the claimed recitation of 
a use, without setting forth any steps involved in the process, results in an improper 

definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101. See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 
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Conclusion 

Any inquiry concerning this communication from tine examiner sliould be 
addressed to Venl<ataraman Balasubramanian (Bala) wliose teleplione number is (571) 
272-0662. Tine examiner can normally be reached on Monday through Thursday from 
8.00 AM to 6.00 PM. The Supervisory Patent Examiner (SPE) of the art unit 1624 is 
James O. Wilson, whose telephone number is 571-272-0661 . The fax phone number for 
the organization where this application or proceeding is assigned (571) 273-8300. Any 
inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (571) 272-1600. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAG. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-2 17-9197 (toll-free). 

/Venkataraman Balasubramanian/ 
Primary Examiner, Art Unit 1624 



